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Title 37» Code of FedcxBl lUgulaxioos. Section 1^6 
Dubr to Disdose Information Matatial to Patentabilitv 

(ft) A painul^iu very natoxe is affected with a pub& ThepubJiciiuierest is be$i served, aad die 

most effective patent cxamhwTinn occufs when, at the time an a{ip1ication is being examined, the OfiBoe is awore of and cvaimtn the 
teachings ofaUinfonnalkro material to paieoiabflity. Kagh farfK^mi HM^riiatr.^ n/j^ ^^ffl^pg jm^rrv^m qf npftfrrit HntlTirBtifln 
has a du^ of candor and good Ihilh in deailng widi the OIEoe. whidi includes aduty to disclose to the Office all infbnnation Tcnown to 
Ifaar indlvidnal to be material id paxeoiability as defined in dils section. The duty to disclosure in ConiKnion exists with respect to each 
pending claim until the claim is cancelled or withdrawn fiom consideration, or the application bccomss abandoned, hifonnation 
material to thepatentability of a claim thai is cancdlod orwithdrawn from considexation neednotbcsuhimttedif dietnfonxBUiQnisnat 
material to the patentabihty of any claim x^emaining under consideration in the applicaiion. There is no du^ to submit inCormation 
^ materia] to the pazentabOiiy of any existing claim. The duty to disclosure all infonnation known to be material to 
— patentability is deemed to be san'sfied if all in^mnation known to bematcrial xopateotsibiHty of any claim issued in apatcat was dxed 
bytheOfTiceorsobtmttedtotbeOfiiceintheTnanncrpivscribedby9dl.970^^^ 1.98. However, no pasentwinbegmmed on an 
applicaiion in connection with which fraud on the Office was practiced oranempted orfiic duty of disck>sum was viobtcd tfuxn^bad 
&iih or intentional misconducL The Office cncouiages applicants to caiefuOy estamiTiec 



(1) Plior art cited hi search iq^om of a foreign patent office in a coimtcipan application 

(2) The closest infbnnation over which hsdividuaU associated with the filing or 

qiplication believe any pending claim pateniably defines, to make sure that any material information contained iherehi is disclosed to 
theOIEcc; 

(b) Under this section, information is materia] to patcntwhiliiy when it is not cumulative to infrnKBtion 
already of record or being made or record 2n the i^Hcation^ and 

( 1 } It establislies, by itself or in combination with oifacr mfonnation, apiima fiide case of impatcntabiji^of a 

clangor 

P) ItrcfoteSy Of IS inconsistent with, a position Iheiqiplicaht takes in: 
(i) OppodnganozgumeniofunpatcntabiiiQrrdiedonVy&eOffice^or 
(11) Asserting an aigament of palcntability. 

A prima facie case of unpatentability is established when thcinfbmoation coinpels aconduskm tiist aclaimis 
unpatentable under tiie preponderance of evidence, burden-of-proof standard, gi virvg each term in the claim its broadest reasonable 
constnictton consistent widi tivs specification, and before any consideration is given to evidence which may besabmhued in an atteo^t 
m establish a contmy conclusion o fpntCTtabilhy 

(c) Individuals associated with fiie filing or prosecution of a patent application within the meanmg offlus 

section are: 

(1) Each inventor named in the application;^ 

C2) Each atcomay or agent who prepares or prosecutes the ^iplicatiatt; and 

(3) Evc^f other person who is substantively involved in the preparation or pXDsectition of&c applicatiQn and 
who is associated wifli the inventor, widi flie assignee or with anyone to whom there is an obhgadon to assign the ^licaiiotL 

(4 Individuals other than die attorney, agent or inventor may comply wi& this section by disclosing 
xnformatian to the attom<^, agency or invemor. 

(e) Tn any continuatlon-in^art application^ the duty mider this section includes 4ie duty to disclose to the 
Office an inclination known to thopcrson to be material to patentability, as defined in paragraph (b) of this section, which became 
avaikble between tiie filing date of fiieprior application and the national orPCT Imemational fiKng date of the cootmnatioii-hHaxl 
application. 
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